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Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )S Responsive to communication(s) filed on 10 September 2003 . 
2a)D This action is FINAL. 2b)l3 This action is non-final. 

3) Q Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1, 453 O.G. 213. 

Disposition of Claims 

4) [3 Claim(s) 1^9 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 
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DETAILED ACTION 

Claim Rejections - 35 USC § 112 

1 . The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

2. Claims 1-9 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. The use of the term "each" in claims 1, 5 in 
association with "of organic compound" appears to be either unclear or awkward since 
there is no organic compounds are listed therewith. The term "each" usually used to 
recite the compound previously cited, and in the absence of provided previously cited 
organic compounds, the term "each" renders the claims unclear. Also, it is unclear with 
respect to the scope of protection sought for the "organic compounds", i.e. the organic 
compounds limit to the non-photosensitive organic silver salt or otherwise. The term 
"exposed" in claim 5 is indefinite as it is unclear with respect to the environment at in 
which the photothermographic material is exposed to. Claim 5 is also unclear with 
respect language "using" a thermal developing device since the term "use" fails to clearly 
define as how the device is used in the process. 

Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 
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(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent granted 
on an application for patent by another filed in the United States before the invention by the applicant 
for patent, except that an international application filed under the treaty defined in section 351(a) shall 
have the effects for purposes of this subsection of an application filed in the United States only if the 
international application designated the United States and was published under Article 21(2) of such 
treaty in the English language. 

4. Claim 1-2 are rejected under 35 U.S.C. 102(b) as being anticipated by Fukui et 
al (US 2002/0102502). See Fukui et al page ,35, [0385] to [0396] wherein the 
photothermographic material contains an organic compound an amount with the scope of 
0.05 g/m and these compound are the compound within the organic compound within 
the meaning provided in the present specification disclosure. It would have expected 
therefore the volatilization remaining ratio within the scope of the claimed invention. 
The invention therefore lacks novelty. 

5. Claims 1-4 are rejected under 35 U.S.C. 102(e) as being anticipated by Kudo et al 
(US Patent No. 6, 475,710). See column 2, formula (I), column 3, formula (3), column 
16, formula 3-1 to 3-8; columns 9-14, formula 2-1 to 2-41; Examples 1-3 in columns 67- 
81, and the amount of organic compound such as pthalazine in column 69, lines 1-10, 
column 75, lines 25-33. The teaching of Kudo et al meets the limitation of the invention 
as claimed. Therefore, the invention as claimed is anticipated by Kudo et al. The 
volatilization remaining ratio would be inherent to the material of Kudo et al because of 
the similarity of the composition. 

6. Claims 1-4 are rejected under 35 U.S.C. 102(b) as being anticipated by Asanuma 
et al (US Patent No. 6,146,822). See columns 87-96, claims 1-17; Examples 1-14 in 
column 53-87, and the amount of organic compound used therein. Such as column 59, 
lines 20-30; column 61, Table 2 columns 65-66, Table 3.; column 85-86 Table 8. The 
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amount thereof is higer than 0.05 g/m 2 . Accordingly, the claimed invention lacks 
novelty. 

Claim Rejections - 35 USC § 103 

7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

8. Claims 5, 9 rejected under 35 U.S.C. 103(a) as being unpatentable over the 
combination of Fukui et al (US 2002/0102502) and Biegler et al (US Patent No. 
5,600,396). Fukui et al discloses the material of the claimed method such as shown in 
paragraph 4 above, but fails the thermal developing device comprising a filter to 
collection volatilized substance claimed in the present claimed invention, but the device 
as claimed has been known in Biegler et al. See abstract, Fig 2, column 3, lines 1-12. it 
would have been obvious to the worker of ordinary skill in the art at the time the 
invention was made to use device taught in Biegler to trap the odor particle in the process 
for forming an image using a photothermographic material taught in Fuikui et al, and 
thereby provide an invention as claimed. See also Fukui et al on page 23, first column, 
[0237] wherein the developing time is preferably 10 to 15 seconds. 

9. Claims 6 rejected under 35 U.S.C. 103(a) as being unpatentable over Fukui et al 
(US 2002/0102502) and Biegler et al (US Patent No. 5,600,396). as applied to claim 5 
above, and further in view of either Kudo et al (US Patent 6,475,710) or Asanuma et al 
(US Patent No. 6,146,822). Kubo et al and Asanuma et al discloses the use compound 
of formula (I) or (II) as to improve storage stability and to enhance the sensitivity and 
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image quality of the photothermographic material. See Asanuma et al in columns 87-98, 
claims 1-17 and Kudo et al in column 81, claim 1. It would have been obvious to the 
worker of ordinary skill in the art at the time the invention was made to use the 
compound taught in either Kudo et al or Asanuma et al in the process obtained by the 
combination of Fukui et al and Biegler et al with an expectation of achieving a process 
that provide a photothermographic material with improved image storage stability and to 
enhance the sensitivity and image quality of the photothermographic material, and 
thereby provide a process as claimed. 

Conclusion 

10. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

1 1 . Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Thorl Chea whose telephone number is (571) 272-1328. 
The examiner can normally be reached on 9 AM-5:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Cynthia H Kelly can be reached on (571)272-1526. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
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have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free). 



Tch \$M Thorl Chea 

December 20, 2004 Primary Examiner 
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